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(3 Responsive to communication(s) filed on Sep 29. 1999 _ 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Qu$fl%35 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 3_ month(s), or thirty days, whichever is 

longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37CFR 1.136(a). 



Disposition of Claim 

B Claim(s) 1-6 



is/are pending in the applicat 



Of the above, claim(s) 1-5 
□ Claim(s) 



jXj Claim(s)6_ 

□ Claim(s)_ 

□ Claims 



is/are withdrawn from consideration 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is □ approved disapproved. 

□ The specification is objected to by the Examiner. 

Q The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

□ All Cpome* Hone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) - 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
Certified copies not received: . . 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 

B Information Disclosure Statements), PTO-1449, Paper No(s). 5 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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DETAILED ACTION 



Election/Restriction 

1 . Applicant's election without traverse of group II, claim 6 in Paper No. 6 is acknowledged. 

Information Disclosure Statement 

2. Items listed on form PTO- 1 449 have be considered by the examiner. Applicant is 
reminded that filling out the columns of Class and Subclass for patent documents (both U.S. and 
foreign) in PTO- 1449 is required. 

Drawings 

3 This application has been filed with informal drawings which are acceptable for 
examination purposes only. Formal drawings will be required when the application is allowed. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -- 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in 
this or a foreign country, before the invention thereof by the applicant for a patent. 

5. Claim 6 is rejected under 35 U.S.C. 102(a) as being anticipated by Steiner et al (Nature 

Medicine 3(4):42 1-428, April 1997. 

Claim 6 is drawn to a method of identifying a non-binding FK506 analog that does not 
bind FKBP-12 and stimulates nerve cell growth. The claim does not recite structure for the non- 
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binding FK506 analog, therefore it reads upon a method of identifying any compounds not bind to 
FKBP-12 having functionally analogous to FK 506 in theirs ability to stimulate neuritic outgrowth 
(see specification page 6). 

Steiner et al teach a method of identifying a non-binding FK506 analog (such as 
cyclosprorin A or 6-meAla CsA) that does not bind FKBP-12 and stimulates nerve cell growth 
(see Table 1). Thus the teaching of Steiner et al is seen to anticipate the claim in view of the broad 
definition of non-binding FK506 analog. 



6. No claims are allowed. All claims stand rejected. 

Any inquiry of a general nature or relating to the status of this general application should 
be directed to the Group receptionist whose telephone number is (703) 308-0196. 

Papers relating to this application may be submitted to Technology Center 1600, Group 
1645 by facsimile transmission. The faxing of such papers must conform with the notice 
published in the Official Gazette, 1096 OG 30 (November 15, 1989). Should applicant wish to 
FAX a response, the current FAX number for Group 1600 is (703) 308-4242. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Li Lee, M.D., Ph.D. whose telephone number is (703) 308-8891. The 
examiner can normally be reached on Monday-Friday from 8:30 AM to 5:00 PM. If attempts to 
reach the examiner by telephone are unsuccessful, the examiner's supervisor, Anthony Caputa, can 
be reached at (703) 308-3995. 



Status of Claims 



Li Lee, M.D., Ph.D. 
November 3, 1999 



